The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DELMENDO, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U . S.C. § 134 from
the examner's final rejection of clainms 47 through 57, 64
through 66, and 68 through 71.' dainms 1 through 5, 7 through
20, 24 through 44, 72, and 73, which are the only other pending

cl ai ms, have been allowed.® (Exami ner's answer, page 3.)
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In response to the final Ofice action of Decenber 1, 1997
(paper 10), the appellants submtted an anmendnment under 37 CFR § 1.116
(1997) on March 16, 1998 (paper 12) proposing, inter alia, a change to
claim64. According to the exaniner, this anmendnent has been entered.
(Advi sory action of April 29, 1998, paper 14.)

: Cainms 6 and 21 through 23 were cancel ed subsequent to the
final Ofice action in the anendnents under 37 CFR 8§ 1.116 filed March
16, 1998 and August 5, 1998, papers 12 and 21, respectively.
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The subject nmatter on appeal relates to a nultidi nmensional
pol yester oligomer of a particular general formula. Further
details of this appeal ed subject matter are recited in
illustrative claim47 reproduced bel ow

47. A mul tidi mensi onal pol yester oligoner of the
general formul a:

Ar-(Q,
wherein Ar = an aromati c hydrocarbon radical of
val ence w;
w = an integer greater than or equal to 3;
and
Q= a hydrocarbon radical that includes at

| east one ester |inkage and a term nal
crosslinking end-cap radical.

The exam ner relies on the follow ng reference as evi dence
of unpatentability under the judicially created doctrine of
obvi ousness-type doubl e patenting:

Lubowitz et al. 5,175, 233 Dec. 29, 1992
(' 233 patent)

Clainms 47 through 57, 64 through 66, and 68 through 71 on
appeal stand rejected under the judicially created doctrine of
obvi ousness-type doubl e patenting as unpatentable over clains 1
through 14 of the '233 patent. (Exam ner’s answer, page 5.)

We affirmthe aforenentioned rejection.?’

(Advi sory actions of April 29, 1998 and August 18, 1998, papers 14 and
22, respectively.)

: The appellants state: "Each clai mstands separately;
argunments for the patentability of each claimappear in the Argunent
section.” (Appeal brief, p. 6.) To the contrary, we do not find any
specific argunents for the separate patentability of each claimeither
in the appeal brief or reply brief. W therefore limt our discussion
to representative claim47. See 37 CFR § 1.192(c)(7) (1997).
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The appel l ants do not contest the exam ner's determ nation
(exam ner's answer, pages 5-6) that the clainmed subject matter
and the subject matter described in the clains of the '233 patent
are patentably indistinct fromeach other. Rather, it is the
appel l ants' principal argunment that an obvi ousness-type doubl e
patenting rejection is not appropriate in this instance because
the delays in the issuance of a patent fromthis application
resulted solely from"circunstances beyond Applicant’s control or
t hrough PTO nonf easance or mul feasance.” (Appeal brief, page 7.)

We find no nerit in the appellants’ argunent.

The judicially-created doctrine of obviousness-type double
patenting prohibits a party from obtai ning an extension of the
right to exclude granted through clains in a |later patent that
are not patentably distinct fromclainms in a conmonly-owned

earlier patent. Ely Lilly & Co. v. Barr Laboratories, Inc., 251

F.3d 955, 967, 58 USPQR2d 1869, 1877-78 (Fed. Cr. 2001) (citing
In re Longi, 759 F.2d 887, 892, 225 USPQ 645, 648 (Fed. Cr

1985)). According to our review ng court, the fundanmental reason
for the doctrine of obviousness-type double patenting is to
prevent unjustified tinmew se extension of the right to exclude
granted by a patent, regardl ess of how the extension arose. Evy
Lilly, 251 F.3d at 967-68, 58 USPQ2d at 1878.

Fromthese legal principles, it is clear that the prinmary
focus in this obviousness-type double patenting situation nust be
on whether the clains of the present application are patentably

indistinct fromthe clains of the '233 patent. It is not, as the
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appel  ants woul d have us believe, whether delays in the
prosecution of the application were caused by the PTO‘ As we

i ndi cat ed above, the appellants do not contest the exam ner's
determ nation that appealed claim47 is patentably indistinct
fromthe clainms of the '233 patent. Under these circunstances,
we must uphold the exam ner's rejection under the judicially
created doctrine of obviousness-type double patenting as a matter
of | aw.

The appel lants argue that "[f]orcing a term nal disclainmer
robs him[sic, then] of protection he otherw se would have had if
t he governnent had not intervened and caused delay in the
prosecution of his application.”™ (Appeal brief, page 7.) This
is incorrect. The exam ner would have been justified in
rejecting the appeal ed clai ns on obvi ousness-type doubl e
patenting over the clainms of the '233 patent even if no del ays

had been present.
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To the extent that the appellants believe that these del ays
justify a two-way double patenting test, we note that the facts of the
present case are renpoved fromthe facts of In re Braat, 937 F.2d 589,
592, 19 USPQ@d 1289, 1291-92 (Fed. Cir. 1992). Unlike Braat, the
inventive entity of the present application is the same as that of the
'233 patent. In addition, the invention claimed in the '233 patent is
not a later-filed inprovenent of the present invention. Further, the
clainms of the present application and the clains of the application
which matured into the '233 patent could have been conbined in a
single continuation-in-part application. 1n re Berg, 140 F. 3d 1428,
1433, 46 USPQd 1226, 1230 (Fed. G r. 1998) ("[B]ecause Berg could
have filed the clains of its separate applications in a single
application, and it sinply chose to file two applications despite
nearly identical disclosures, Berg is not entitled to the two-way
test."). In any event, we note that the appellants do not dispute the
exam ner's determ nation (answer, p. 6) that the clains of the present
application and the clainms of the '233 patent are patentably

i ndi stinct fromeach other under the two-way doubl e patenting test.
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For these reasons and those set forth in the answer, we
affirmthe examiner’s rejection under the judicially created
doctrine of obviousness-type doubl e patenting of clains 47
t hrough 57, 64 through 66, and 68 through 71 as unpatentabl e over
claims 1 through 14 of the '233 patent.

The decision of the exam ner is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
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